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' te jBoard of PateAt i&ppiate' and Iftterf^^ 
eiieesS^^j^citeH? ^tll dainS^ of invtotoi^sipat^ 

automatically tiispkl^g'^functioBS of:^de 
displa3K>flevi^?fe^ d^&tteti^ted^Mw<?t6 
select and a^ust functie^ - in *o^derr: t6 
facilitate response by user. Inventor ap- 
pealed. The Court ; 6f Appeals, Pauline 
Nefwnaim, QipQiut Jti%eyfteld il^t 
by Boaiftl /tiid not: cQinp^rttvitli- either legpl 
requireniests far deteiMMnation.of obvi(Q!u$^ 



in9kj0Ht^^i^%60e$B?^^^ : atod to -ipro^ 

yide-s® a^itiijatqRs^ 

^yid^5^;i^;wM^h^^^;i^ arpfeasgjii 
,aat:omp£pied:^>y tfee agerwy'sr teasQningAiiJi 
readiirig its » concltisionsfr 5ilI.S.G,A,;;§ fig j 

.^c J As applied, to t|ie,:.de^^ 
patgntabiHty.^^ v^h€|^.^ji^^^ issue ^.f^ 

ql^viou^ness^ itjis ft^4 tii^ rf rr 

jeation^^ofi;ra patent vapg^i?ation m]a§t ^b^? 
b?ta^d oiiqeyi^fl^ ::C9niprehjBi)ded b^^^^ 
l^guage4,9|? statute addressing .phvirr 
oij§ness.^:a5,JJ^^^^ 



The 



exanunauon process cen- 



. , i? A J • • ^ on pnor art and &ie analysis thereof; 

whenp^t^ftt^tp^^ 

obA^oushe^?i^|j|e^^^^ ainaly^.jpi 
thq.pijp?: art jndiide^^evid^^^ 

Sxid^ is .^ teachii^^ 

mot^ya-tip^, or .gsigge|^Q%v^^^ . ^l^^*; 
epmbj^g, the refei-eifp^a' re^^ ^ 
darj^j?. 9^,pb>^u^0^^^^ - : 35 ,y/S.p A^ ,§ 

In the cont^^bf a£^^b^^ 
terffiinati6na%« *he Bdardv^of Patent j^iip- 
peais and Ijitejfe^ricei, the f actud 
ryi Whethdr^td^^i^ttne rftferentes mi^f t)i^ 
fliitftbugh atttt^ifis^bhirig; it mt^^^^ Kssed 
oh^ ^obJectiW^ evideiice of Record: ^^35 

; c^Analygis of invention :by Bojp4^f^^^ 
entv Appeals and Intqrfereneesi '^did;,^'i^^^ 
GQtnport yn&k either legal tequii^Jft!^ fot 
detpiauuiation: of ::oby|6usness;^br with/i^ 
quirement& o£ Adnnnistratrve / Pr-ocedure 
Act (APA)j on ; basis; lihat agency . tribunal 
did not set f orth^^dijigB and explanatioie 
needed' reasoned, dedsiomnakiitg; 
afniner used condusory' statem^ls to -^pr 
pott hiB subjective bdifef^hat it was obyfe 



tiye J^0(?edure A6^i(AP^ ; v,r > 
ji oVacatM and remanded, v ' :"v> i 

1.; P^t^nts <S?r»|?3(6) 

utVibpaais the Pat^t and Spader 
mark Office (PTO) : $ire;; gpye^ed rby ^^e 
Administrative Ptq^ A<?t: (APA), iind 
their rulings receive theisam judicial def- 
€ii^n§je as do triljvwals of otiie?: ^dnmpstra- 
tiye ^igen(5t?s. . . R jjU.§,CiA^r§i^5 

2 - Adihtiii^ratiVe E/aw -^aniil >i^rb^^^ 

adiieved "withm %h€(' strifeti^k of ' tljfe ""A^^ 
innistr*iSEive^ Pivb'c6diii?es^ Att ^"(AP^;^^- 
agenfey tribunal iiiust^^ipi^s^nt U-to' am 
ijeasoned explanation of its decision; l^e 
agency tribunal must set forth its findinie^s 
and the grounite' thei*eof,' iEis supported by 
the '^ency record, ahd ^ e^^ldhUte appllca- 
tiori of ;*he^ Im to' ^e found^ feictSil^-'B 
U,S,CJL § 706(2). ^ -; - .V^^V. 

3. Patents <&=>113(jB) _^ 

Judicial reViOT/j6^:fi de^ of the 
Board of Patent Appeals Interferences 
denying an application for a patient is 
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ous :|hat persbn skilled in the art m\ild 
havq been motivated to combine ;prior art, 
and; 5pard rejected need for any 8pe<5ific 
hint or suggestion in jparticu^ rveference 
to SHPprt ; combination-, of prior art. 5 
U.S,G^ It 706^^^ § 103. J 

8rP;ateiits <^26(1) .^v.-^^^- 

' In M 'obviousnes^- de the 
factual qiiestiofiJ of motiv^tiii&fi to combine 
prior art is material to p£(t$ntabiMfy^ and 
mmo^ be resolved on stibjective belifef /and 
unknown authority; 35 >U.S;CiA:' § 103. 

9. Patents <S?=?26(l),^li' ' ^ 

- In ?an ob^^ousfiess dfeawinination- to^ 
der pateritl^/it TH imppDpei^>^^ deterrato- 
ing whetfeer*/d j person^ of iordinary ^sldU 
wouldt ihayen jbeen >1^ to- icombine^ rreferf 
ences, simply^ to useithat wlu 
tor tEmgbt ^against jfevt thusj iihe 

Board <rf Patent Appejda-OTdifo 
muatvnot i;^nly ^is^ura that the ,1^^ 
findings jp;^iffla#i abased on ^evidence; ^of 
record, butiiijust a4so^fe3q)lain the reaaoR? 
ipg ;by .x^hich t^^ fewJings are desemed /|p 
support tjtiie. agency's, conclusion, 5 
ES^fi^f %(?^^ U-S,CJL § IPS, . 

10. Admitiistrative Law and Pf ocfedure 

bieferential judicial review^under the 
AdmiiMstratrVei Pr© . Act : (APA) does 
tiofc jrelieEve th^ ag^cy -of M obligation to 
develop: ani^^videntiary rfeasis lor its find- 
to^iiSo the. vcdntr^j j^ie? APAj reinforces 
this obligation. 5 IM-(M- §»706(2)r . 

ll^^^ahtiriffiti-at^ driir^biiedure 

In the cbftl^^ 6f judicisd tevfew ^der 

th6 AdnmiiBtpati\^e l^i^cisdure A(it<(APA)j'^ 

dedsidn by 'an ^^enQr Mbunal= ii^at ^hte aii 

<3te&sioh of a «levant>|adidr -Teq^ 

precedent: . is^botii legal i^^or and'^-^'arbl^ 

tfe'- agiaicy action.*': 5 UJS;GJfc § ^SSl *et 

seqV ' ' ■ ' ■■ ' =" " * 

See publication Words and Pht^- • • 
es for odier judicial constructioiis " 
and definitions; : - . . 



12* Admiiiistraiite- Law .and Procfedure 

''•rc "^:t85>.7e(^-'/ ■ .... . .j..:: 

• ^ Tl^ie foim of the prindple ^^f ju* 
dici&i deferencie'-flnder the AdmMstarative 
Procedares A^t^^^AlPA) tOvtBe rUiings of 
agency tribunals i^ that the tribunal has 
specialized knowledge and expertige^^i^uch 
that when, reasoned jSndiq^, ^are; made, a 
revie:«dng^^ ^?o]^ may corifidenlj^jr .: dti^^r to 
the ^genqr^s JippUcati.on . of it§ ; knowledge 
in ite ajr<?^,Qf ej^OTli?/^;: hpwev<?ge, reasoned ; 
finding are critical to. t^^ perfoj^M^ 
agency fun^^ and jwdiciial. i^^j^^q^ ptji 
agencjr competence; i 5 ^U.g.QJL § 706(2). 

13, Patents <^16(1) > v v : . M 
^3 l l^ie 4ete^^^ paten|gba^ on 

the ground of unobviai|sj^fss ^IJa^ 
one ;0f p^^^nt;.. the 
judgn^e^t^ pix)C!es%v^^ 
tjpnv|>]r(>c<^ig;e fipj^.W 
plac^ |On 0%^ T<?cOT h^ 
bee^,cp^gideIle^J^7^^ tQ,jpat€^tabil- 
ity.' ^35lj(^,(i^^ :/! --irtL;^ri^^ 

14: P&tfehts ^6(3!)f; 10^ 111 ^ r . i n 
In the cont^ of an ^^o^ifes^ %^ 
termination, the patent examiner and the 
Board of Patent Appeals and Interferences 
are deemed to have experience in the field 
of i^veat^pn^ howeveri^thiEi^f^ 
insofar raSVai^pUedf. to, the d^ierr^ja^^ 
patentability, itnust^ be appMfsd? 
^^ewpojStit jo^- Jhe person :,]bSa^ , pr^^ 
Qkill in tjbie aii to WJWcJ^^^^ matter 

15;^-Pateti^#^104:p ^^/^ufc - ^.p^- 

: : W- Jading y,^^^ ^in 

sessin]^ the sigfdfitfJ&cis^^Pf prior art, 

knd'rin - ihydng^ the'^tdti&iate- 

of the issue of obviousness;^^ 

and the B.p^4-of % afld Jn- 




in ,the jjart*,^f.w^ na^tter 
pertelns; thuflti^ when tiiey .rely on. what 
they assert -to be general knpwledge . to 



negate ^ patehtafeility,ithatetedTS^ m\M 
be articulated and placM^:otf:^e^ record 
and the faUtir^ tO-dQ soiis; :net;:co;iBistent 
with; either, ;e]^ective af^iwinfefea^ye . prgcsr 
dure , fiV: effectiye / jjjdiclpj re^^ieiw. . 5 
I ^om;M UiS;4Av.$ 103. . X . 

" III' 'the cofitibi^ of 'an' blivfousnegs de- 
term^itidn^ffie Board of ^Patent'^jibals 
ajftd^iiti^ifefenc& ddttnof rely ^fi &Mus(^ 
iy^^temeK#wh^n 

SombMatioii^'-of ^ ^peciiSc 
filaiiir^, bat m^t is6t forth the' l-afionafle dri 
Tiv^cir it rielies. S U.S.CJL §^^^ 



qiiireS^^^'^ ^agi^ficy "dppl^ itfie laW % 
accoManiee- ^th ^fe^tirte ahd-^^i*ecfedfeht; 
the kge^^^ibiiiM 

raev^Mdte/arid f)^ in 
sufficient detail that thie ^otirt tfiay cdndiict 
meaningful r^yigw^f ife^ragency action, , 5 



Riih^d H; Stem; of WafehirigtOn^ SD©, 
^gued^fer: Smg Su^ Leei > With-hiih m th^ 
brief Ho]im E:«ufilmell,. =i 

Sidney 0:^^a]^ohrJt./Ass^^ 
tori of Arfing^ ai^ue^ 
Director of th^'^UJS: Pktent knd^ 
mark Office. With himiofi 13i%)biief'we 
Johij: Mi iVVhe^^anoS^li^tpr, and: Raymond 
t. Chen,; A^oGi^te ..^oU<#Qr. Of counsel 
were .Ma3ctm0 Peterson , and Marie 
N^gunio, Assod^te -SpUcitors^ j. -j;.;, : - 

; -Before PAUi4NE^^^ ' " 

fcLEVENiGfeR, ^a^^difiC, &irit' judg^^ 

ij '^Ex-parie Lee, No. 1994^1989 (fi£ 'P^tKpp. & 
^b-fot Aug: 30, 1994; on Fec0nsi<i'n-Sept^^, 



Ji^iPAULINE NEWMAN, Circuit Judge: v.: 

^ S^g^u 'Ei^e af^eais the di6feisi6h% th^ 
Bbartlbf Paterit J^ii^ieals tod T^^ 
of ffi^^-lhuted:'^ii^^ Patent and Tfa^ 
mark Offices; ;r^e(^;^^ tif 
Lee's ifiaWht'appKicatibi Seriitl No:%^ 
210 entitled "Self-Diagttdgis iindr?S$qUen^ 
tial-Digpl^yr^aj^l^lp^ of Evieiy F^dipn," * 
We y^ate; th§;,fipard'fi deqision :t<M^ fpilui^^ 
to jneet: the?; aji^ gtandardg . for 

view; undfeEvt^^^^^ Pijo^dwe 
Act, iand^ reniaiid for further proceedulg& 
The Prosecution R^^qpiJ . ; n 

Ijee>&. patent >appiii5ati0n i3><directed 
amethod of rautomticjaJly^playmg tife 
&netiQni&:.;df a ivideof' displayixievifee ^3td 
detoonstratingiiow'forselect'imd^^^ 
function^ Mrorder tefadUtate^jrpsponse % 
th^ user; Thfe dfepfciy and liemdn^ 
are^":* aieMevei^-' musing ]»eomput€r-manag^ 
felfeelai?yidcs^;rl -indiidingi * piflse-^wWth - niodu^ 
latidii iittd auto^fiiie-tuning-p^ iriiat^dti 
dance with iii*66<5difrei5 die^crifeefd ifl^'^thS 
fipeieificatiori: GMfe^ lO is ret 
10. A raeitfibd for atitbmat 
ing fiinctidns' oj'a \ddeo 'didplliy'^d 
>-i;C5mprising:i:,5, ::ic-:>-ir:\}mb/^ M 

determining if a demonsW^cto mqcie 
• ■Jis'Sel^ted;.: ■ - ^ -.ji/v.;. V^^'is- 

if said demonstEatiiQtn fiiode is selectfci^ 
^ autdmatieaHj^ caitenng a pictu3?e4€«^jite^ 
viflienfc mddig vhaying/ a picfeur^i??^^ 
' screen qdifiplayiag a ;list M a fdtir^t3?^^Jjf 
pictuteVfuHctioiis;^ ibd ^ - : ; uio hstli 
,-^au|>0B|atip;^y. dem^ 
and adjustanent of indiyiduaj ^s^ne^ of said 
,v.plvr?J^ of pictu^ fin^qtion^ . ^'^l 

The exai^Sner rejected the ;olaiii^ :0]a ^| 
groMd ioffobviousnessi citing the ^combiR% 
tioii>of two TefereBces: United'State^ P?^ 
eilt: N6vi.4,62e392 to Nortrup,;r0^r 
Thtmderchopper Helicopter 
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Handbook for a vidediganie;^ Nortrtup 
reference describes a t^Jevision set having 
a menu display by TvWch the user can 
^ust ymom picture pd.api^p f^cjtlpns; 
Wev^, the Noitrvp^^^^^ 
j^j^de a^^ i^w tp, a(iiist|he 

ftmctioi^^ ■ pcKe Thun^ere^^^ f^^i: 
book /^escribes tlie !jliunder(^^^^ 
game's 'v^^ display .as ^h^ "dembn- 
stxation mode" skoA^^^ plsiy itiie 

gtoe; ' 'h^^ ^e ^.^underchopper 

Handbclok nQj^^ 
iient of ' pictur^ or audio fiitictions.;' "The 
fefeuytoet held timt woi^^^ have ,b^ti 
oK^o\i$ t6 a pei^bii p¥^ 6t(tina^^^ 
coJipbfile 'tiife te^iiriis 'i^^^^ 
to prodiice'the Lee S;^t€Shi! , ' 

Ijee appeialed to th^- Bjoardj arguing that 
the Thimderchdipper Iji 
^laihe^* hoV to play 'tibe Thuhderchopper 
aiid tiKit the pHor art provided lib 
i^^cliihg or motivati^ or sfaggestibk fe 
combiti^ tliik 'refeirMe'^^ Nortnii?/^ or 
tli^t Wch combiiiktibih %6tdd^ t)rbdute^^^^^ 
iiee iihreiitabn. fibaird hbid that it Wds 
iibi nbcessairy to present a source i&f a 
teaching, ^uggiBstibnj or ihbtivatibn to toriii 
Bine tiiese i^^f^eA^^^ tfeScHirig&; 
T^ieBbartistsfed: 

' ' rafe^^^C^^^ 6t obviousness niay^bfe 

iniuie frxlna comtobii knbvsdedge and com^ 
' moA sense bf a person ^bf ordinary sidll 
■^-'W aft mthout My spedfic 1^ 

[ sij|:gesfibh in a pSaHiciiW ' ' 

^^^:'^p. B,p^, The Board did not «x^lain 
%€^,'^^?^do i^owledge and common 

sense'\rori wWch'tt^ for its conduision 
tbafe:|^j<x)mb^ed: teyaauhgs of Nprtmp 
and ."EKt^iderchoppet have suggest- 
^d.^e tdaimed tinvfentibjj-to , those of . ordir. 
iiSJT^^pl^tlie arti^^ I ^ 

J^ed a^request^^ recotriide^itibii, 
to whidL the Bcfardoresponded aft^sfive 
yearsr/.^ T)m Board . reaffirmed > its ded- 
sion,-.: stating that^ .thfe- ^ Thvindakshbpper 
-Handbook : .was "analogous, iart" ^b^fcatisg ^ it 
was l^m the same, field :iof;endea7or!!; as 



the Lee invention, and .tJiat .the field of 
video games was "reasonably pertMent" 
to; the problem of ; a^justiiig display funor 
tions because tJie Thuhdeiiehopper Haadt 
book showed video demonstrations ttf the 
"features" of the game, ; On the matter 
of motivation to combine/^ the NArl^ru^ 
and Thunderchopper references, the 
Board stai^^ tliat /^^)iia^^ 
tioh that t^b stited oiff prior deci^^^ 
aiid tiiat. t^^^ Answer ]^rb^d^ 

'^^ ^^ ^^6h^' '^cussiU 
tJttfer^ i^^ suffident inbti^tio 
tiie tefbreWces" Joa^ ;5aid .not 

^tit^ the eJcatt^ .fitfid* rb- 

Vie^v of me Exsimia 
th^ii the ^^iniiiet'^^^m^^ 
both thQ Nortrup. function mehu'^d Itie 
Thuhderchoppbr Sbnioiisitf^ ^e 
program featiires and that the Thuiider- 
cho^pbr nibde ""fe - ifebr-^Mb^ it 
filriiitibns as a tutorial,' and th&t' it Woidd 
have been obvious to conxT^ihe theni*, 

Lee fead pressed jtjie . examm 
prbs'ecution for some teaching^ suggestion, 
or motivation in the prior art to select and 
combine the references that were relied on 
to shdw obviousness. Th^^ Exaiiim^s Anr 
^er;bfefore the Board, pMs V Supplemen- 
tal AipSwer, stated ^at tiie tort^biiiation of 
Thi^<ierchojfji)er witii Nortrup ' ''%ould 
have b6en obVibus tb bnb df oinfiria^ 
in the art since the demdnsjtrati Sfoda is 
just aiprograimnabie featureMn^ 
iisbd iir;many diff^ent ddvicets] fbr prb* 
vidirig; ^automatic r ilita?bdudidn by adding 
the proper prdgramhiing/soft^ and 
tiiat "andtha^motivatio!^' would i)e tjiat^the 
automatic delnbnstrftibi3u • mode >vuse? 
fii^dly md it> ' fimdi&tife'- as >ai t mtpmsiUl 
The Board adopted;the^exiamkter's:^^^ 
stating - "the ,^exa£min^ jhas . pmipded a i^ell 
reasoned vdjscussion^f of ittfeese. . refecebees 
and how the combinataoh ofi these refer- 
ences meets the daim limitations/' How- 
ever-'perhaps recoghizirigitJiat the examin- 
er had (provided ^insufBdent justffication to 
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suppcfrt eohilMi^gJ the Nortrup and Thuri?- 
dfepeliopper refepences, tie Board teldi^ id 
, Btated-'sitpni^ vthat a "spedfichint of sug* 

gestion'^ of motivation to combine ^asmot 

•reqmred*:v'f;rikNv.i-;.-; ■.>'.,, ;,• u.^:-. ;!?..■• ,i 

' Thfe appeal follc^vvfed;^ ^ • ^ '• ' 

[1] - jrihj^ikiis of :t}{e PTX> 

I*rx)cedure Afit. ^ad 
th^ redeivie Ll^e -same judicial defr 

!ej;(^e€|: as dp. p^ier administir^- 

tty-S^r .^Ke^lC^es." iTttrAio, 527 

t^,s. M itf s;dt;iiii6, 144 t^Ed^d ii; 

50 TJS|Q^;,193Q.^^^(^^^^ /Thus" on appeal 

^;!s^?7*^^ ^ , Ip^'si ittidings and 
? in, r^ordance witii ithe follow- 

revie^ving qoiirt 

hold ujda\vfiil, ag^nqr 
. , actions^ fijqidings,,, ,and conclusions 

fojmd to berrr: 

^9 *?t)itrary, caprid^ 
' ' discretion, or otiei^e |iot 
' dartce 'witihla\^^''_ " ' ' ' ' 

. ■ 3 * , "y.. '..* 'i "f 

(E) ,unsuppo]rted by substantial eyi- 
. . de^iCQ iiVA'C^e subject to section 
i ; ::.^4..^7 of .tiiis titie: or othervdse, re- 
> 'jt^swed on the ;,r«coii(J ,pf aii ^pncy 
ji • :,; heE^mgjprpvided^ 

. [2, 83 ^ For judicial review to be mfean- 
ingMy :adhieved^ withni . these strictures, 
tiie. agency ; tribunal tniait present a -full 
and /reasEo'ned: ejqplanatiori \>f ■ its decision. 
The agen(^. itribunal 'inust set fortii its 
fncBngs ahdJthe. grounds tiiereof,.^ sup^ 
ported iby tiie agency; jecord, and explain 
itfe application of tiiedaw to.the found facts\ 
5ae-<3purtha^roften:.expl^^ ; 
' The • Adnadnistrative ff -Procediki-e: Act, 
' ■v^cK govemSrtiife proceedings, of admin- 
istrative agiendesrand related judicial re- 
vview, establishes a «cheme of "reasoned 
■dedsionmaldng.''r Not -only must, an 
agency's- dedreed-^^ result be - within the 



'.«jfe'(bpW of its >la1i?fW ^authority; but the 
i^o^ess by rwhich! it reaches 'that tresult 
^-mifflt!belogiciiliaHdj?atipnalr' .ir .<: 



ami. (dtatiiiu; <)initt6dX ' 

relqiiires fhat' tiie ^enc^^ ' nbt ' only, haV^ 

r^hed a somid;^ 

lated Jtfie 'j^a^^ -^^^^^^ decision- '^^Tilie 

reyi^wgjcpurtis^ 

m^ahin^ rey^ew..:mthm 

for ai^ i basis pn 

was jba^ed o^ 

^^ether there Ij^ been a dear ^ror of 
judgment" a' '-' ^ • 

V. Voipe,* 




28 luEd^^ i.i07i)V ; Judidal , 4 
view pf a Boar4 4?^^io'n deny^g an ^a^ 
C^ti^Afor p^teflf i^.jithiis^ founded' , on Jill 
.p^gati.pn of tite ,ag;^pf^ir to, mak^ the liei^^ 
essajry, findingf^and to piipvide. m^u^mi^ 
tj^ative record sbo^g the ,eyiden^!^i^;p 
wluQh the findings ace based, ^^c"conipaid|,d 
by the, agency's., fieasoning to reacJiiijgAte 
cp|ifi][usions. See In. re. ZuiricOr 258 Fj^jj 
1379, 1386, 59 USP^ A6S!%, 169i (F^ 
C|r.gOpi) (review is on tiie admjnisti^tive 
record); In re Gkir««^ 203. fid 1305, 
1314, 53 tJSPQ2d.,1769, ^1774 ,,(Fed,^: 
2000) (Board dedp^on Vust jt^^ 
within the four; ppr^ieis of the rec|]|^!| 

[4, 53 applied to the determinatDda 
of patentabihty -caZ; wow -when the jssi:^\;i^ 
obviousness, *% b.fimdainent4v^t^^ 
tiens under 35.If^;G, § 103 must Infe based 
o^ ; evidence comprehended by ' th¥ 
giiage pf that sedtibn;? ; In re^y^y^ 
713 F^d 731, 739,. 218 USP^ m^M^ 
(F6d.(Jir.l983).. i^evessential fa^al^eyir 
deaftce^ on the issue -.of -obviousness. .vi&'.Sfi{; 
forth \n GraMm V:. John Deere Co.^ 883 
U.S/ li: 17-18, 86 S.Ct. 684- IS-Ii.EdJd 54&, 
148 .USPQ 459,:^467 (1966) and . extensi^fe 
ensuing precedents. . The patent- ;esxitaiina^ , 



tion process centers on prior art and the 
analpis ,,itKereof.. .:\yhen . patentability 
turns on the.<mestion of obyio^sness, the 
search fof and. analysis , of ^the pi^or ■ art 
includes . e^dence refevwit to the fipc^g of 
^hetiier there^isia te^hingi motiv^tionror 
Weestiqn ,^,^elect, an<^, combine the refer- 
eiyie^ relied on a^vevi^^ice of obviousnMi; 
M(^VJ^ .v: ' FrM Sporti, 

im 262 pri#9,:im-^2. dd tsp:^d 

^PWv.fW,(feVte(^^PO^^ central 
jue^tipn is ^he^th^ there is reason to cbm- 
bme .[thelref^j^nc^si'Va question of m 
dratving on the (rrtifeawt: factors). 

t6J i "Thi? -factual Inquiry ; whether .to 
96,n»bine references must be thorough/ and 
searching." id It niu^jt b^'based on objeci 
tive evidence of record. Tiiis pre'c^dent 
bas been reinforced in! myriad; ded^ibhs, 
and cannot be dispensed; mth. See; ^4.g^ 
Brown, &. Wimanis(m : Tobacco Corp^ u 
^Mip Mfyrn8'Inc.,^,22S F'.3d 1120j 1124^ 

5,6 ■TO(32d 1456, 145» (Fed.ar.2000) 
(^a showfe^ of suggestion, teaching, or 
inptivatian; to .combine th,e i.prior art , ref<|r- 
§nces is .an ; , 'essential component / of , - an 
.obviousness Ji^diiRg; ") (qvoting: CM. Bard, 
Iru?., V. MS;.S^.?tms,'. Jnc., 157 .F.3d 1340, 
1362, :4&.^Qijid :^^;; (JP^. 
1998)); In .DemhiozgLk, 175 F,3d 

f o^^pq^d i^ij 46i7#e4%;i9^ 
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teJ^ Hosp., 732 P.2d. 1572,. 1577, 221 
USPQ 929. 933 (Fed.Cir.l984»;- . / 

The heed .for' specifidtjr p this 
authority. See, ^.g., In re Kotzab, 217 F ^d 
1365, 1371; 55 USPQ2d 1313, 1317 (p'ed' 
Cir.2000) ("pariicdar fei^gs inust-bi 
made as to the reason ihe sidiled artisafii 
\vith no ^owledge of liie- 'clainied inven^ 
tfon, wotiid have selectfed these compdi 
nents for cpinbinatioh' iii tlie' • manii6^ 
claimfed"); /n t& ,R6u^ W'mr'im 
1359,-^7 US^Q2d; 1^53, 146^ ^(F^.Ci,? 

j"eveh v^hen t^e i^v^^ 
art is Hgh, th'e;iBoard must identii^; sjedifi- 
caUy the principle, kovm io one of'ordi- 
gaiy skiU, that Sugg^t^ the-^^^^ 
bination. In othSr w6rds, th6' Board mtist 
explain the fek^ons ohe of or<3inai^ M in 
tlie aft would have been mbkvated to se- 
lect the teferehces ^d to combine them- tS 
reiider' ^^dlaimfed tovehte - obvious' "f 
In P'mh 972 F.2d 1^0, 1265 23 
USP(^ 178b, 1783 (Fed,Cat:i992) (^^ 
aminer cah satisfy the burden of 8ho\v^^ 

^^1?^???®^^ ^- combination -'"(ihly % ' 
showing §|^e bbjecia^e" tfi^ 
prior, art or ; that 'kn6wle%e ^ g^ei-dl:^ 
available to one of brdina^ skfll in the . art 
w6iU4,M;t|iat ;ind^^ to combine 'the 
reley^t teacSiiigs of the rrferCT^ 



, /action of a .^liwignt^jtiased blmbu^^^ 
Wi^y^is fe ri^biroto' %liciiti1)« of the '^^ 
iNrem6nt;fsr a sHp^ te»g or 
inotiyaf'^'^' '''' ■ ■• 



. — W" ■ cbinbifiie ' '^iribr ''^art ^efer- 
encefi.'^^'/7t *^t)a^^ l6&F.3d to 
m US^q^ 16^5, ''3^7 tFed.^^^^^^ 
(ther^ nii^t m sbinb^ m^/tihra^^^ s%g^i 
fiorijMor teaching of tiie'de^'irabfiity of liiak- 
% ther'spedfic! cbinblnation< that was mad'^ 
by fthe ^applibaat);- /«r#e Fine, 837 P.2d 

im, 1075, 5 ;USP<^ 1696;^ r600v(3Ped.Cm 
1988) ("'!*eami^.:ot.ret&eace&' be 

combined b»rf2/! i&tEere is sotee suggestion 
oc,iriceritive.to db<sd;?'.'>;(ensphafiis & origi- 
nal) (q(img:ACS^Hosp. Sys:, InG^A>: M(m 



p^Wv vMth resp^ito Lee's appKcationj 
neithet the examiiner nor the -fioard ade^ 
quafely supported the selection and tiombi. 
nation t)f tiie Nortrup and /Thtoderchopper 
references 'to ; i«nder obvioto that Tsiuch 
Lee aescribed.;' iThe examiner's cbnclusoty 
statements tiiat ^%e demonstration mode 
is just a programmable f^tiire..'w*ich..cfm 
be .used in n;i^y difier^ntrdevicejisi. for 
proyi<^g.autoi9atic introduction by adding 
th%. proper progrwnming.. software", and 
tiiat ^anpther motivation.would be/that the 
a;Uto>a^tio. demonstration mode is user 
frien%.;and it; ftmctions as tutorial'.' do 
m adequately address .the .issue, of motir 
vatibni to'icombine. . llhiB^factu^. questibn 
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of motivation is material to patentability, 
and could not be resolved ph subjective 
beUef ,and upJaiown authca^ty., , It ip; im- 
proper, in. determining .whether a person 
of .'Qi;dinary skjll would have been led > to 
this cQn;ibinffttonj,of references, simply to 
"(pse] . t^ali^^^ tiie inyento^^^ 

against ite .teswii^er;- W.L, Go^e v.^ G^vr 
lock, /^r?* 721 F,2^ 1^0, .1553/226 *tSP^ 
303,^ ^2jjir' igfe^Cii^lJ^^ thiis :^^ 
^oar^;jnust -not ja^^s;resqui- 
siie fm^^'^^^ .))as^§ oh '^yidence 
of recb^d,^^^^^^ rea- 
soning "^^^ the Mn(im|sj ^ 
to supjiorfc the^^^ ' ^ 

. tip}, . QeferentiaJ Jj^dal revief^i -und^ 
Ite Admini^tratiyq Act does ngt 

relieve the agency of its obUgatipa,^/ de- 
velop an evidentiary basis fori its findfaig^ 
To;th§ CQi|^^, the Adn^^ 
dure ^t r^l^rces; thi^ Qb4g?^o^";^ 
e.g,, MQtor Y^^icle Manufa^ur^m,As8%n 
$taie Farm H^wJ, .AutmiQp^ Im. - Go., 
m U^. 29, j^, life^^Ct: ^56, ntmM 
443 0^831 (*^^^^^ iQU^t^anu^ 
i^^leyM^^^ 

e3q)lan|ifi6n jfpr its action^ incliid^ 
tionai c^nnei^^^ the facte foim^ 

ffi^^^ choice made.' '[)Js30 Bfukin^ 
ton Tfwk idvss Mkes/^l U.S. 

156, ies; 83 acl 239; 9^ 

(19B2)); Siecurit&s S Exchmi^ v. 
Chen^ €hrp.i 318 U^. 80, 94, 63;^S;et, 
454, i87 iIi.Ed. 626 (1943) ; f iT5ie. orderly 
function of fch^^u process of review squires 
that Ihevgroiujds upon wWch the admiiiis- 
teative agency ; acted : w^T clearly disdoiBed 
ahdMequately gustained.*^^^^^ > 

^[llj^ In its diaosiori bri i5jef6*s pafetit 
%pUcation; ' thiB' Bb^ rejected tiie ne&d 
for "any speafic hint br Suggestion in a 
particular reference' - to support the Combi- 
nation of the Nortnip andXIliundeMop^ 
per - reference, ©migsibn -Qf a»ii*fevafit 
factor required by precederit is^ottrdegal 
error and a^bittaiy'^sy^ency- a^ 
Motor Vehicle^Marmfa/^ur^ U.S/ at 



43, 103 S.Ct 2856 ("an agency rule would 
be arbitrary and capricious if the agency 
. ' , entirely failed to consider an import 
tant aspect of the problem"); MuUins ^; 
Department of Energy, 50 F.3d 990,* 992 
(Fed.Cir.1995) ("It is weU established that 
agencies have a duty to provide reviewing 
cbiuts with a sufficient explanation for 
their decisions so that those decisions may 
be judged against the relevant statutory 
standards, and that failmre'td provide su<*h ; 
an explanation is grounds, for striiking ' 
down the action."). As discussed in JSTo- \ 
twnal Labor Relations B<L v. Ashkenazy \ 
Property Mgt Corp., 817 FJ2d 74, 75 (9th ! 

Cir.198^, an agent^r is "not fi^e to refuse j 
to follow circuit precedent." ' - ! 

[12} The foundation of the principle of ^ 
judicial deference to the rulings of agency ! 
tribimals is that the tribunal hajS specif I 
ized knowledge and expertise, such that | 
when reasoned findings are made, a r4- I 
viewing court may confidently defer to tiie 
agency^s application of its knowledge in itS 
area of expertise. Reasoned findings at^ 
critical to the performance of agency fmife^ 
tiotis and judicial reliance on agency com^ 
petence. See Bdltimore ami Ohio rM, ' 
Co. u Aberdeen & Rockfish R.R. Co,, 393 
U.S. 87, 91-92, 89 S.Ct. 280, 21 L.Ed.2a 
219 (1968) (absent reasoned findings based 
on substantial evidence effective rievie^iw^ 
would become lost the haze of so-called 
expertise"^. The "cpmmon knowledge and 
conmion sense", on which the Board relied 
in rejecting Lee's application are iiot ^e 
specialized knowledge and expertise con- 
templated by the Administrative Proper 
dwe Act. Conclusory statements .such .as 
those here provided do not fulfill the ageiir 
cy's obligation. This court explained ii 
Zurko, 258 F.3d at 1385, 59 USPQ2d: at 
1697, that ^deficiencies of the dted refei> j 
ences cannot be remedied by the Board's 
general conclusions about what is Tbasic 
kno\dedge' or 'common sense.' " The 
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Board'^ findings inust extend to all inateri- 
bI fficts and must be doeiut^ented pn the 
record, lest the "haze, of so-called exper- 
tise" acquire Ins^Jatipp frqm..^cpivitab% 
ty, "Common knowledge and common 
sense " even if assumed to derive from the 
agency's "expetfeej d6 %6t stibstitutfe for 
authority when the law requires authority. 
See Allentcmm Mack 522;IJ.S, ^t 376, 118 
S.Ct. 818 C'BecsLt^^i^^o^ 
ing demands it, and because the systemic 
consequences of any other approach are 
unacqeptable, the Board must be required 
to apply in fact the clearly understood 
legal standards that it enunciates in princi- 
ple,; ^i^^-V- { . -.V^ : ■vlv;f>5, 

The cfiise on wMdi'^e Board relies for 
its d^arture from precedent^ In re Bozek, 
57 G.CP^ 713, 416 F2d 1385, 163 USPQ 
6^^K3^969), indeied^ itfehtioris "eottanon 
knowledge and qo^m^pn sense," the CCPA 
stating that the phrase was used by the 
Solicitor to support thp gpa^d's condusion 
of obviousness Jba^^d OQi^^videnQe in the 
prior art, Bozek did not hold that common 
knowledge and common si^lse are a substi- 
tute for evidence, but only that they may 
be applied to analysis of the evidence. Bo- 
z# did np|; , hold that objectives analysis, 
proper authority, a^d ^rj^pjipd 
cm be pmitted from Bpqr^ de<^ioM^^ ,;Npr 
clops Bozek^ afte^ thirty-jwo, years .pf^Jsp- 
l^tipn, outweigh: the dp;zgi;us of - r?49igs ,of 
tj^e^Federad Circuit ^d^J^e ^Cpurt Qf,C^ 
tpms and Patent , Appe 
tio^-.of .pat^^tabM bet l^ispd^ on 

eyidgnce:^^ . 1^ ,cox^^,^ has . remarked, in 

; referOT^ kncr^ledge 
"dops not.^^ a^^^^ Jit sp" 

aj^sent ^wdence of such tmoyiedffe. . 

.tl0rTl6i;^,:Tbe detenmnationAofvpate^ 
bility^^:6nri -the aground :>of ;ttuobwQusne5&. is 
?ritimafedy >pne--:pf judgment. . In .iftir^er- 
^ce .of the judgmentd:^prpcess,:^he patent 



examination procedure servgs both to find* 
and to place on the official record, .. that 
which has been considered with respect to 
patentability. The patent examiner and 
the Board are deemed to;jiave experieince 
in the field of the invention; hov^^ver, this 
experience, insofar as applied to the deter- 
mination of patentability, must be applied 
from the viewpoint pf ^^the person having 
ordinary sl0fl- in the art to which said 
subject matter pertains,^' the words of secr^ 
tion^ 103.^^ -lii fiindiag tiie relevitot facts, iii 
a^se^ihg tiie M^nficahce 'of the prior arl^ 
arid iii makffig tlie ultimate deteriMna^^^^ 
bf tiie isstte of obvi6usiiess, the esikftiiner 
and the Board are presumed to afct frbiii 
this viewpoint. Thus when t^^ on 
what they asi^ert tp - be general knowlpdge 
to negate patentatflii^, that;, knowledge 
must be articulated jmd placed on the rec^ 
brd; ; The-failur^^ do: so is; not consistent 
with dther effective adihinistrativ 
dure or effective jtidid'al J^'eView. ^ ^ a?he 
board: cannpt; rely ^Pn cpseJusory state- 
ments when dealing with particidar'coihbi- 
natibris of prio^ art knd spedfic claiin^, but 
nitfet' sbt forth the ratforMe Oh whiSi it 
relies.^=-'' " ■ -V- ^ i^-..--^^ 

AWerifwtvoi^'Grou^ ; ri .; . 

^^^At ptd 

p6&ed[ alteWa^^^ gi^biiidb^^^ bh" whi this 
cplih niight '^^^ tiie* boaM^ Seasipii. 
However, ^ '^stated ' in BuHingi^ Truck 
U^Sy ln^^ 37f ifs." 156^ 

^,• 83 : S.Gfc J2^£|; L.^^d '^0^^ (19^^^ 
"courts inay n^^^^ aecppt appellate comisers 
j^ost hoc ratioriial|zation^^f^^^ agency actipja." 
po^fiideratioA^ 
new agen(^ jus|fficatip|pis 
grieved psiriy faip oppj^i^Uwuty to 
pprtiits RQ?itiojci,%^thus;r^^ 
fetrativ^vridle^ rmBt:,pe:^^m 
gm^^.r J^^^i on ;;by,>.th%Hagency. /^^M 
tiiope gEp}inds,^e inadequate; ^p^i^iprog^^ 
the>mmi:}^jpQ}^ adnmir 
istratiye action by 3^hstituting whatitcpnr 
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Ghemry X!^:; 332vms. 1»4; 196; 67 S;Gt: 
1575, 91 L.Ed. 1995' a947i). As.reiterated 
in Federal Election \Gommfn u: AkiriS^ 524 
U.S. 11, 25, 118 SiGt 1777, 141 L,Ed,2d 1€ 
(1998), "If a reviewing CQurb agrees that 
the agency :misinterpreted the 'rlaw, it . will 
set aside the agejicy?s aplion tod remand 
the mcHreven though the a^cy (like a 
new ju?y after a mistrial), imgfefcMter.f.in 
the exercase of ^ts; Jgiwfulr disca?etion>;;rea# 
th? sapie result fw ^ ^erept .,re^^^ 
^ipLs we : (^epline vto . consider i^tema^yg 
ground^ that nMght .suppor^t 
decision. , , / , 

Farther P^m^ , ^ 

tl7} Sbimd administrative procedure 
requires that the ragency api^y the law in 
accordance with statute : and * precedent 
Theiageney tribunal must make findings of 
relevant faqts, arid'Jpresentats reasoning in 
su^dent detail iiiat the coUrb may induct 
meaningful review of the agency action-. 
In fi^o-Tekyision New$ J)irectors A$s-n 
u FCIQ 184 Od 872 (D.aCira999) the 
court discqssed^ th? "fine.^ line betw^ien 
agency reasoning that is 'so crippled as to 
be unlawful' and action that is potentially 
lawful but insufficiently or .inappropriately 
explafned>?' qijotiiig from Qheckpsky n ^Se- 
Q^rUies & B^h.]C(^ 452, 464 

(P-CX;Si,r.^ that 
"filh the former cireumstsaic^ cpurf 3 
practic^ is to vacate i^^^^ order^ 
while m the latter the wurt fi^^^^ 
rematids for furtiier ej^ 
iji^cligsion'bf the relieyj^i factdrs iand pre- 
fe^ents) judgment on 

the lawfulness* of the kgehi^s proposed 
actiph;" I<t at 888. In' this case the 
B6ard-s ahal^is of the ILee 'ih^ doe^ 
not cdinpbrt ^;nth' feithei- the l^g^ reqilire- 
ments fdr detemination of obviousness or 
ivith the requirements of tiie Administra- 
tive Procedure Act that the ageh(^ tribu- 
nal set forth th&' findings Mid explanatiSns 
needed for ^'reasoned decisiomnaidng.^^ 



Remand^foi^ Ml€f§6'^puiposefe^%^^ 

See Ch;e^^i?arAii 4M^ 

aet^ 8I4''^t^£(ntoife;-M^^ fafther^t>rbeW 

ifigS i$(prot}id^^ 
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